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Cops, ROBBERS, AND SEARCH ENGINES: THE ROLE OF CRIMINAL LAW IN
CONTRIBUTORY INFRINGEMENT DOCTRINE

Mark Bartholomew™
INTRODUCTION

Online technologies have created a new litigation locus for the owners of copyrights,
patents, and trademarks. Once content to prosecute only actual infringers, intellectual property
rights holders now focus their attention on intermediaries that provide the means for massive
simultaneous infringement by thousands of separate Internet users.® Like an elite police force
that has elected to target kingpins and ignore petty criminals, rights holders have begun to
eschew the direct infringers, instead setting their sites on bigger game.

This unprecedented litigation strategy has put sudden pressure on the courts to evaluate
the liability of indirect infringers. But the current state of contributory infringement doctrine
offers inadequate guidance, resulting in inconsistent adjudications. The recent jurisprudence of
the Ninth Circuit in this area provides a perfect example. In less than two months, the court flip
flopped, finding that the contributory liability standard was satisfied in the case of a search
engine that led Internet users to infringing websites but not in the case of credit card companies
that processed the payments that made the same infringing websites financially viable.? The

* Associate Professor of Law, University at Buffalo Law School, The State University of New York. The author
would like to thank Eugene Volokh, Salil Mehra, and the participants in the Eighth Annual Intellectual Property
Scholars Conference at Stanford Law School for their helpful comments. Lindsay Bernstein provided valuable
research assistance.

! Mark A. Lemley & R. Anthony Reese, Reducing Digital Copyright Infringement Without Restricting Innovation,
56 STAN. L. REv. 1346, 1353-54 (2004) (referring to new strategy of copyright holders to enforce their rights against
indirect infringers as a “seismic shift” in copyright enforcement); see also 5 WILLIAM F. PATRY, PATRY ON
COPYRIGHT § 21:55 (2008) (describing sharp upturn in contributory infringement cases matching the increasing
popularity of the World Wide Web); Keith E. Witek, Software Patent Infringement on the Internet and on Modern
Computer Systems—Who is Liable for Damages?, 14 SANTA CLARA COMPUTER & HIGH TECH. L.J. 303, 304-333
(1998) (describing potential for “mass patent infringement over the Internet” and concomitant pressure on secondary
liability doctrine).

2 See Perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701, 729-30 (9th Cir. 2007); Perfect 10, Inc. v. Visa Int’l Serv.
Ass’n, 494 F.3d 788, 825 (9th Cir. 2007).
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court offered little to explain the difference in the two outcomes, simply stating that “financial
services” were somehow different than “location services.”

Without a developed body of intellectual property case law on which to base their
opinions, the federal courts have resorted to importing secondary liability principles from other
bodies of law to justify their decisions. In shaping the modern rules of contributory
infringement, judges are relying on indirect liability doctrines from common law tort and
criminal law. The Supreme Court has instructed the lower courts to mine tort law precedent to
solve contributory infringement questions.* Meanwhile, in the context of an increasing
criminalization of intellectual property law, analogies to criminal prosecution of accomplices
have taken root in contributory infringement jurisprudence. For example, in the case of the
credit card companies mentioned above, Ninth Circuit judge Alex Kozinski posited that the
companies’ provision of financial services for infringing websites was akin to the help provided
by the person who drives the getaway car from an armed robbery or fronts the cash necessary to
purchase narcotics.” For Kozinksi, criminal common law provides a suitable source of content
for civil infringement law. These doctrinal moves elicit little controversy. If anything, courts
only face criticism from the legal academy when they supposedly stray too far from common law
principles in deciding infringement cases.®

There is often a mismatch, however, between the guiding justifications for criminal law
and tort law and the very different rationales for intellectual property protection. In short, the
contributory liability doctrine for the former bodies of law is a poor fit for the latter. Ina
companion article, I contend that much more analysis needs to be done before judges assessing
contributory infringement liability can learn anything useful from tort law’s contributory liability
doctrine. In this Article, I maintain that it does not make sense for contributory infringement law

% Visa, 494 F.3d at 797 n.8.

* See MGM Studios, Inc. v. Grokster, Ltd., 545 U.S. 913, 934-36 (2005); BUC Int’l. Corp. v. Int’l Yacht Council
Ltd., 489 F.3d 1129, 1138 n.19 (11th Cir. 2007).

® Visa, 494 F.3d at 815.

® See, e.g., Jason Kessler, Correcting the Standard for Contributory Trademark Liability Over the Internet, 39
CoLum. J. L. & Soc. ProBs. 375, 411 (2006) (calls for “preserving traditional standards” of contributory liability in
dealing with the new context of trademark infringement via the Internet); Peter S. Menell & David Nimmer, Legal
Realism in Action: Indirect Copyright Liability’s Continuing Tort Framework and Sony’s De Facto Demise, 55
U.C.L.A. L. Rev. 143, 149 (2007) (“The tort principles that have guided copyright law since its inception should
continue to guide copyright’s further evolution.”); Peter S. Menell & David Nimmer, Unwinding Sony, 95 CAL. L.
REev. 941, 1022 (2007) (faulting the Sony decision for failing to apply tort principles of secondary liability); Alfred
C. Yen, Sony, Tort Doctrines, and the Puzzle of Peer-to-Peer, 55 CASE W. RES. L. REv. 815 (2005) (maintaining
that courts evaluating copyright cases “have borrowed too little from tort law”).
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to depend on the same principles that determine the culpability of criminal accomplices.
Contributory infringement law and its criminal law counterpart, known as “accomplice liability,”
have evolved in different directions because they are animated by different principles.
Infringement law’s explicitly non-retributive justification clashes with the moral basis for
criminal punishment of aiders and abettors of crimes.

Nevertheless, a study of criminal contributory liability offers insights into the current
functioning and normative goals of contributory infringement law.” One way to find out more
about the nature of something is to juxtapose it against a related entity. Even though
contributory infringement doctrine should not be altered to resemble its criminal law counterpart,
scrutiny of accomplice liability suggests some new ways of thinking about the liability of
indirect infringers. Close comparison of the secondary liability regimes of criminal law and
intellectual property law provides an explanation of where contributory infringement law is and
where it should go in the future.

Part | of the Article introduces the doctrine of contributory liability in intellectual
property and details the controversies in this area of jurisprudence. A contributory infringer
must be shown to have “knowledge” of infringement and to “materially contribute” to the
infringement. The content of these two requirements is open to question, particularly in the area
of material contribution.

Part Il examines the doctrine of accomplice liability. For conviction of an accomplice,
the prosecution must demonstrate that the accomplice specifically intended for the criminal
action to occur. The accomplice must also perform some sort of act in an effort to further the
crime, but may be liable even if the act was minimal and had no effect on the crime or its
perpetrator. Because accomplice liability differs greatly from current application of intellectual
property contributory liability doctrine, the contours of intellectual property law would be
dramatically altered if the courts accepted analogies like Judge Kozinski’s.

Part 111 maintains that remaking indirect infringement law in criminal law’s image would
be unwise. The analogy between accomplice liability and contributory infringement fails given
careful consideration of the reasons behind imposing criminal sanctions on indirect actors.
Accountability for accomplices requires a tight nexus between the mental state of the defendant
and the ultimate criminal act committed by another. This paradigm cannot be used, however, to
structure contributory infringement law given the different theoretical bases for the two
secondary liability regimes and the particular evidentiary issues accompanying infringement.

" Cf. Jerome Hall, Interrelations of Criminal Law and Torts: I, 43 CoLUM. L. REV. 753, 755 (1943).
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Instead, another organizing principle for contributory infringement, outside of criminal
law, must be found. In Part IV, I suggest that causal principles can be used to provide much
needed content for contributory infringement doctrine. Causation inherently appeals to our own
sense of responsibility. Although causation has little impact on accomplice liability decisions, its
familiarity to the legal community in other contexts makes it an attractive source of legal rules.
Part 1V begins to sketch out what a doctrine of causation for contributory infringement should
look like.

l. CONTRIBUTORY LIABILITY RULES IN COPYRIGHT, TRADEMARK, AND PATENT LAW

All three of the main intellectual property regimes recognize some form of secondary
liability--the idea that one party may be held liable for infringement even if it did not itself
directly infringe on the intellectual property right at issue. Secondary liability can be broken
down into two distinct subcategories: contributory liability and vicarious liability. Often a claim
for contributory infringement is coupled with a separate claim for vicarious liability.
Nevertheless, the two doctrines are very different. Contributory liability and vicarious liability
have separate historical origins and theoretical justifications.®> The main difference between the
two subcategories is that vicarious liability is based exclusively on the relationship between the
defendant and the direct infringer while contributory liability is based on the actions of the
defendant as well as the defendant’s state of mind in relation to the underlying infringement.” A

8 See 5 WILLIAM F. PATRY, PATRY ON COPYRIGHT § 21:41 (2008) (“Vicarious liability and contributory
infringement are discrete doctrines with different elements, and thus it is important to analyze a claim under the
proper doctrine.”). Although there have been many suggested answers for why an employer or other supervisor
should be responsible for the tortious conduct of its employees, the most frequent suggestion is that vicarious
liability is justified by the need to distribute losses to solvent parties when direct tortfeasors lack the means to
compensate victims for their injuries. P.S. ATIYAH, VICARIOUS LIABILITY IN THE LAW OF TORTS 22 (1967). In
contrast, contributory liability involves complicated questions of blameworthiness and causation that are the
exclusive subject of this Article.

% Sanford H. Kadish, Complicity, Cause and Blame: A Study in the Interpretation of Doctrine, 73 CAL. L. REV. 324,
337 (1985). To be held vicariously liable for either trademark or copyright infringement, the defendant must have
the right and ability to control the direct infringer and the infringement must translate into a financial benefit for the
defendant. Perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701, 729-30 (9th Cir. 2007). Each regime measures the
right and ability to control the direct infringer in different ways. For copyright, the control standard is satisfied by a
defendant that has responsibility for supervising the direct infringer. For trademark, the defendant and the direct
infringer must have an apparent or actual partnership, have authority to bind one another in transactions with third
parties, or exercise joint authority over the infringing product. Hard Rock Café Licensing Corp. v. Concession
Servs., Inc., 955 F.2d 1143, 1150 (7th Cir. 1992). Financial benefit is measured in different ways as well. A
trademark plaintiff seeking vicarious liability must demonstrate that the defendant received a “direct” financial
benefit from the infringement. The courts interpret “direct” strictly, refusing to recognize financial windfalls that
are only loosely related to the act of infringement. 1d. at 1150 n.4. In contrast, recent decisions have greatly
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party can be held vicariously liable without any knowledge or participation in the infringement.*
An in-depth discussion of vicarious liability for infringement and a comparison of that doctrine
to vicarious liability doctrines in criminal law are beyond the scope of this Article.™ Instead, this
Article focuses on contributory infringement doctrine and the evaluation of a defendant’s
contribution to another’s infringement, an evaluation that has given the courts a great deal of
trouble.

There are two types of contributory infringement: knowing facilitation and inducement.*?
For each type of infringement, the defendant must possess a particular mental state with regard to
the infringing act. Also, for each type of infringement, the defendant must take some action that
contributes to the underlying infringement. The content of the mental state and contribution
requirements vary depending on the type of contributory infringement at issue.

A Knowing Facilitation Infringement®?

1. Contours of the Knowledge Requirement

expanded the notion of financial benefit for vicarious copyright liability. If the infringement draws an audience to a
site in which the defendant has an economic interest or if the infringement will hypothetically lead to future profits
for the defendant, the financial benefit prong is satisfied. See A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004,
1023 (9th Cir. 2001); Fonovisa, Inc. v. Cherry Auction, Inc., 76 F.3d 259 (9th Cir. 1996). In the Ninth Circuit’s
Napster decision, which held the notorious file sharing service both vicariously and contributorily liable, the Ninth
Circuit found a financial benefit from infringing uses of the Napster software even though, at the time of suit,
Napster had earned no revenue and had never charged its users any fees. See A&M Records, Inc. v. Napster, Inc.,
114 F. Supp. 2d 896, 902 (N.D. Cal. 2000).

1% See John Gardner, Complicity and Causality, 1 CRIM. L. & PHILOSOPHY 127, 130 n.2 (2007) (distinguishing
vicarious responsibility and contributory responsibility by noting that being vicariously responsible means
responsibility for another’s wrongs “irrespective of one’s own participation in them”).

" principles of vicarious liability for the torts of another date back at least to the seventeenth century. THOMAS
BATY, VICARIOUS LIABILITY 19 (1916). On the other hand, criminal law rarely imposes liability vicariously.
Michael S. Moore, Causing, Aiding, and the Superfluity of Accomplice Liability, 156 U. PA. L. REV. 395, 398-99
(2007).

12 pharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1358 (Fed. Cir. 2007); see also MGM Studios,
Inc. v. Grokster, Ltd., 545 U.S. 913, 942 (2005) (Ginsburg, J., concurring) (“Liability . . . may be predicated on
actively encouraging (or inducing) infringement through specific acts (as the Court's opinion develops) or on
distributing a product distributees use to infringe copyright . . . .”).

13 Courts refer to the non-inducement variety of contributory infringement in a variety of ways. Some merely refer
to it as “contributory infringement.” E.g., PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1358
(Fed. Cir. 2007). I have chosen the term “knowing facilitation” to make clear that it is a subset of contributory
infringement.
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For a finding of knowing facilitation, copyright, trademark, and patent law set out two
main conditions. First, the defendant must have actual or constructive knowledge that her
actions are likely to facilitate infringement by another. Second, the defendant’s actions must
materially contribute to the infringement.*

All three intellectual property regimes prohibit aiding or encouraging a direct infringer
when the defendant can be expected to have some knowledge of the infringing activity.
Although knowledge that the direct infringer’s acts constitute infringement is required for
knowing facilitation infringement, proof of intent to cause the infringement is not.® Thus, a
defendant that is indifferent to the presence or absence of infringement may be found
contributorily liable for patent infringement if it knew that the component it was selling could be
used to infringe.'® Similarly, the owner of a flea market was found contributorily liable for a t-
shirt vendor’s trademark infringement even though the owner arguably had no specific intent that
the infringement take place.’

When actual knowledge is not present, courts will investigate whether a reasonably
prudent person in the defendant’s position should have expected infringement.18 Mere suspicion
that a purchaser of the defendant’s product will use that product to infringe is not enough to
satisfy the knowledge standard.*® Thus, the Supreme Court held that a generic drug
manufacturer did not meet the knowledge standard for contributory liability merely because it
suspected that some unknown pharmacists would use its product to infringe on comparable
trademarked drugs.?® But courts are free to use circumstantial evidence to impute knowledge to
a defendant. For example, the Federal Circuit inferred knowledge of patent infringement when
the defendant was a manufacturer of component parts and the evidence showed that there was no

14 See Gershwin Publ’g Corp. v. Columbia Artists Mgmt., Inc., 443 F.2d 1159, 1162 (2d Cir. 1971); Mark
Bartholomew & John Tehranian, The Secret Life of Legal Doctrine: The Divergent Evolution of Secondary Liability
in Trademark and Copyright Law, 21 BERKELEY TECH. L.J. 1363, 1378 (2006).

5 Charles W. Adams, Indirect Infringement from a Tort Law Perspective, 42 U. RICH. L. REV. 635, 657 (2007);
Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469 (Fed. Cir. 1990).

® W.R. Grace Co.-Conn. v. Intercat, Inc., 7 F. Supp. 2d 425, 455 (D. Del. 1997) (“Actual intent to cause or
contribute to infringement is not necessary to establish contributory infringement.”).

" Hard Rock Café Licensing Corp. v. Concession Servs., Inc., 955 F.2d 1143, 1149 (7th Cir. 1992).
18 Cable/Home Commc’n Corp. v. Network Prods., Inc., 902 F.2d 829, 845 (11th Cir. 1990).

Y E.g., 2 MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION § 25:2, at 242 (1973) (“[TThe supplier’s duty does
not go so far as to require him to refuse to sell to dealers who merely might pass off its goods.”).

% Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 861 (1982) (White, J., concurring).
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available market for those components except in the infringing system.”* In A&M Records v.
Napster, the distributor of peer-to-peer file sharing software was found liable for knowing
facilitation of infringement. In that case, the trial court inferred knowledge of copyright
infringement based on the Napster executives’ own illegal downloading of copyrighted works
and their experience with intellectual property rights and the recording industry.?

For two of the three main categories of intellectual property, a safe harbor exists for
defendants accused of supplying items that facilitate infringement but can also be used for
noninfringing purposes. The immunity from contributory liability exists even when the
defendant is aware of the infringing activity. Section 271(c) of the Patent Act exempts the
supplier of “a staple article or commodity of commerce” from liability even when the article is
subsequently used, with the supplier’s knowledge, for infringement of a patent.”® Similarly, in
copyright law, manufacturers of technologies having “substantial noninfringing uses” are exempt
from liability even if they are aware of the infringing activity.?* No such safe harbor exists for
accused secondary trademark infringers, although the Lanham Act does provide certain
limitations on the type of relief granted against publishers and printers.®

2. Material Contribution

Even with actual or constructive knowledge of the direct infringer’s behavior, liability for
knowing facilitation will not attach to a secondary defendant unless the defendant “materially”
contributed to the infringement.?® All three intellectual property regimes require some act by the
defendant that contributed to the ultimate act of infringement before the defendant can be held
contributorily liable. For trademark law, this material contribution can take the form of

#! preemption Devices, Inc. v. Minnesota Mining & Mfg. Co., 803 F.2d 1170, 1174 (Fed. Cir. 1986).

22 A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004, 1020 n.5 (9th Cir. 2001). The type of intellectual property at
issue has some impact on the knowledge requirement. Courts tend to view the knowledge requirement more
generously when the right at issue is a copyright. E.g., Chappell & Co. v. Frankel, 285 F. Supp. 798, 801 (S.D.N.Y.
1968). On the other hand, in trademark law, the knowledge requirement for contributory liability is a high standard
for a plaintiff to meet; mere awareness of a potential for infringement is not enough. Monsanto Co. v. Campuzano,
206 F. Supp. 2d 1271, 1278 (S.D. Fla. 2002) (holding that a distributor’s awareness of a similar scheme involving
someone other than the direct infringer is not enough to satisfy knowledge standard for contributory liability).

%35 U.S.C. § 271(c).
24 Sony Corp. v. Universal City Studios, Inc. 464 U.S. 417, 442 (1984).
%15U.S.C. § 1114(2).

% Bridgeport Music, Inc. v. Rhyme Syndicate Music, 376 F.3d 615, 621 (6th Cir. 2004); Hyman v. Nationwide Mut.
Fire Ins. Co., 304 F.3d 1179, 1191-92 (11th Cir. 2002).
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manufacturing or distributing the infringing product or directly controlling and monitoring the
instrumentality used by the direct actor to infringe.”” Copyright law’s material contribution
standard is similar,?® although some would argue that the direct control and monitoring prong is
read more flexibly in the copyright context.? Patent law imposes liability on sellers of
components or materials used to infringe.*

The actions listed above are not an exclusive list. The law remains frustratingly unclear
as to what makes a defendant’s contribution material.** Recently, the imprecise content of the
material contribution requirement sparked a heated debate among the judges of the Ninth Circuit.
In two separate Ninth Circuit cases, Perfect 10 v. Amazon.com and Perfect 10 v. Visa, website
operator Perfect 10 charged online intermediaries with contributory infringement.*® Perfect 10
holds the copyrights to images of nude models and rights to the trademark “Perfect 10.”** It
operates a website that allows subscribers to access the images for a monthly fee.*® It maintained
that Google and Visa facilitated copyright infringement by rival websites that published Perfect
10’s images without authorization. According to Perfect 10, the Google search engine and the
Amazon.com search engine promoted infringement by helping directly infringing websites
distribute their infringing content while Visa encouraged infringement by processing credit card
payments made by consumers to the infringing websites. In assessing both cases of contributory

2T perfect 10, Inc. v. Visa Int’l. Serv. Ass’n., 494 F.3d 788, 807 (9th Cir. 2007); Lockheed Martin Corp. v. Network
Solutions, Inc., 194 F.3d 980, 984 (9th Cir. 1999).

%8 Visa, 494 F.3d at 796.
% Bartholomew & Tehranian, supra note 14, at 1391-94.
%035 U.S.C. § 271(c).

*! The boundaries of secondary liability are even more uncertain when legal regimes outside of the United States are
considered. See Lynda J. Oswald, International Issues in Secondary Liability for Intellectual Property Rights
Infringement, 45 AM. Bus. L.J. 247, 248 (2008).

32 perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701 (9th Cir. 2007); Perfect 10, Inc. v. Visa Int’l Serv. Ass’n., 494
F.3d 788 (9th Cir. 2007). In a third case, Perfect 10 sued another intermediary, an Internet service provider, for
providing Internet connectivity to the unauthorized websites that posted Perfect 10°s copyrighted images. Perfect
10, Inc. v. CCBIll LLC, 488 F.3d 1102, 1108 (9th Cir. 2007). The Ninth Circuit concluded that section 512 of the
Digital Millennium Copyright Act immunized the Internet service provider from liability, pending the district
court’s determination of certain threshold factual issues. Id. at 1118.

3 Amazon.com, 487 F.3d at 713.
% Visa, 494 F.3d at 793.

3% Amazon.com, 487 F.3d at 713.
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liability, the Ninth Circuit claimed that it applied “the same basic test” to examine whether the
defendant “materially contributed” to that infringement.®® Yet application of that test produced
dramatically different results.

In Amazon.com, the Ninth Circuit remanded on the issue of knowledge, but held that the
search engine materially contributed to the infringing conduct by helping the rogue websites find
an audience.*” 1t suggested that for contributory infringement disputes “in the context of
cyberspace,” courts must be sensitive to the nature of the Internet which by “facilitat[ing] access
to websites throughout the world can significantly magnify the effects of otherwise immaterial
infringing activities.”® In other words, in the Ninth Circuit’s view, contributory liability
becomes more likely when the defendant transacts business online.

Less than two months later, the court did an about face. The court determined that Visa’s
processing of online payments for the infringing websites did not represent a material
contribution.®** A majority of a three judge panel held that processing of credit payments could
not materially contribute to the infringement committed by a website that illegally distributed
copyrighted images. The majority contended that Visa’s inability to directly control the content
of the infringing websites meant that it could not satisfy the material contribution standard for
either contributory copyright or trademark infringement.* It unconvincingly attempted to
distinguish the Amazon.com decision by arguing that “location services” are more “material” to
infringement than “payment services.”*" It also rejected older contributory infringement
precedents, contending that tests “developed for a brick and mortar world” were irrelevant.*

In a vigorous dissent, Judge Kozinksi took a more generous view of the materiality
requirement. He contended that the older precedents demonstrated that Visa’s actions did satisfy
the material contribution standard.”® Judge Kozinski maintained that Visa’s actions had to be

% Visa, 494 F.3d at 795.

¥ Amazon.com, 487 F.3d at 729.
% 1d. at 728.

%9 Visa, 494 F.3d at 796-800.
“01d. at 805, 807.

“11d. at 797 n.8.

“21d. at 797 n.8.

“1d. at 825.
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material because there are no adequate payment substitutes for credit cards on the Internet,** and
even if substitutes existed, the ability to receive credit card payments makes infringement
possible on a mass scale.”> The different outcomes of the two Perfect 10 cases and the split
between Judge Kozinski and the Visa majority over the definition of material contribution testify
to the ambiguity surrounding knowing facilitation doctrine.

Nevertheless, despite the uncertainty over the material contribution standard, some
tentative principles can be gleaned from the case law. One established principle is that some
action by the defendant is definitely required. It is not enough to show that the defendant
benefited from the infringement. Nor is it enough to demonstrate an action only obliquely
related to the act of infringement. For example, a realtor was absolved from contributory liability
for a client’s copying of copyrighted architectural plans even though the realtor allegedly knew
of the planned infringing activity and received an above average fee for arranging the sale of an
unimproved lot where the client built its infringing architectural design.*® Despite the evidence
of knowledge and benefit, the court denied liability because the realtor’s role was too
“attenuated” and only “tangentially involved in the infringement.”*’

Another principle evident in some of the cases is that materiality can sometimes be
determined by the nature of the relationship between the defendant and the direct infringer. The
leading treatise on copyright law states that the defendant’s action must “directly” contribute to
the infringement for there to be liability.*® Similarly, contributory trademark infringement
requires “a special, narrowly defined relationship between the defendant and [an act of]
infringement.”*® Such a relationship has been found when the defendant is a licensor or
franchisor and the direct infringer is a licensee or franchisee.”® Often the material contribution
standard is evaluated through the concept of “control.” If the defendant lacks control over the
direct infringer or the instrumentality used to infringe, courts tend to conclude that the material

“1d. at 814.

*1d. at 814.

*® Demetriades v. Kaufmann, 690 F. Supp. 289, 291, 294 (S.D.N.Y. 1988)

1. at 294.

%8 3 MELVILLE B. NIMMER & DAVID NIMMER, NIMMER ON COPYRIGHT § 12.04 (2008).

*° Stacey L. Dogan & Mark A. Lemley, Trademarks and Consumer Search Costs on the Internet, 41 Hous. L. REv.
777, 812 (2004).

% Mini Maid Servs. Co. v. Maid Brigade Sys., Inc., 967 F.2d 1516, 1521 (11th Cir. 1992) (franchisor); Universal
City Studios, Inc. v. Nintendo Co., 615 F. Supp. 838, 857 (S.D.N.Y. 1985) (licensor).

10
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contribution requirement has not been satisfied.>> Some cases suggest that a material
contribution should be found when the defendant provides the site and facilities for the
infringement to take place, presumably because ownership of such facilities creates a
relationship of control over the direct infringer.>?

B. Inducement Infringement

In addition to the knowing facilitation variety of infringement, all of the intellectual
property regimes recognize some form of “inducement” liability where a party will be held
responsible if they encouraged the direct infringer with the specific intent to cause the direct
infringer to infringe.>® For example, inducement liability for copyright infringement occurs
when the defendant distributes a technology “with the object of promoting its use to infringe
copyright.”™* Although there has been some disagreement over the type of intent required for
inducement liability under patent law, the best argument seems to be that specific intent to
infringe must be proven.® Likewise, trademark infringement plaintiffs proceeding under an
inducement theory must also prove an intent to facilitate infringement on the part of the
contributory defendant.”® The key difference between knowing facilitation liability and
inducement liability is that inducement liability requires that the defendant intend for the direct

*! Lockheed Martin Corp. v. Network Solutions, Inc., 194 F.3d 980, 984 (9th Cir. 1999); Fare Deals, Ltd., v. World
Choice Travel.com, Inc., 180 F. Supp. 2d 678, 689 (D. Md. 2001); see also Sony Corp. v. Universal City Studios,
Inc., 464 U.S. 417, 437 (1984) (stating that a contributory copyright infringer must be “in a position to control the
use of copyrighted works by others”).

%2 E.g., Demetriades, 690 F. Supp. at 293; A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004, 1022 (9th Cir. 2001);
Habeeba's Dance of the Arts, Ltd. v. Knoblauch, 430 F. Supp. 2d 709, 714-15 (S.D. Ohio 2006).

%% Adams, supra note 15, at 636.
* MGM Studios, Inc. v. Grokster, Ltd., 545 U.S. 913, 919 (2005).

% See Manville Sales Corp. v. Paramount Sys., 917 F.2d 544, 553 (Fed Cir. 1990); Tal Kedem, Note, Secondary
Liability for Actively Inducing Patent Infringement: Which Intentions Pave the Road?, 48 WM. & MARY L. REv.
1465, 1488-94 (2007).

% ves v. Inwood Labs, 456 U.S. 844, 853-54 (1982) (holding that secondary trademark liability may be imposed “if
a manufacturer or distributor intentionally induces another to infringe a trademark’); see also Perfect 10, Inc. v. Visa
Int’l Serv. Ass’n., 494 F.3d 788, 807 (9th Cir. 2007) (evaluating Visa’s intentional inducement trademark liability
under same standard as inducement of copyright infringement); Andrew Beckerman-Rodau, MGM v. Grokster:
Judicial Activism or Good Decision?, 74 UMKC L. Rev. 921, 942 (2006) (stating that “inducing copyright
infringement is analogous to inducing trademark infringement”).

11
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actor to infringe. Intent is not necessary to find the defendant liable for knowing facilitation,
which only requires that the defendant know or should know of the infringement.>

Just as with the material contribution standard for knowing facilitation infringement,
many uncertainties surround the inducement doctrine. First, the mental state requirement for
inducement is vague. The Supreme Court has offered minimal guidance on how to draw the line
between actions demonstrating culpable intent and those that fall short.®® Also left unclear is
whether a subjective belief that the direct actor’s conduct is not infringing insulates the defendant
from inducement liability. It is unsettled whether a defendant could be liable for encouraging
another person to copy a copyrighted work based on the erroneous belief that the other person
had a fair use right to the work.>® Similarly, the courts have not addressed whether inducement
liability will lie when a defendant facilitates patent or trademark infringement believing that the
plaintiff’s patent or trademark is invalid.*

Second, the courts have not determined what sorts of contributions to infringement
satisfy the requirements for inducement liability. It is an open question whether inducement
liability applies only to defendants who distribute an infringing device or if it can apply to
defendants who facilitate or encourage infringement in other ways.®* Moreover, it remains
unclear whether the same materiality standard required for knowing facilitation liability applies
or whether inducement plaintiffs may dispense with a materiality standard altogether.®

*" Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F.2d 1464, 1469 (Fed. Cir. 1990).

%8 Tiffany A. Parcher, Comment, The Fact and Fiction of Grokster and Sony: Using Factual Comparisons to
Uncover the Legal Rule, 54 UCLA L. Rev. 509, 521 (2006).

%% Adams, supra note 15, at 635; Parcher, supra note 58, at 522-23 (2006).
8 Adams, supra note 15, at 635 n.2.

81 See Sverker K. Hogberg, The Search for Intent-Based Doctrines of Secondary Liability in Copyright Law, 106
CoLumMm. L. REV. 909, 949-50 & nn. 208-209 (2006). Given technological changes shaping the distribution of
intellectual property and the prevalence of user-generated content, intermediaries that do not distribute content
themselves are becomingly increasingly important. Jane C. Ginsburg, Separating the Sony Sheep From the Grokster
Goats: Reckoning the Future Business Plans of Copyright-Dependent Technology Entrepreneurs, 50 Ariz. L. REv.
577,577-78 (2008). Hence, an inducement doctrine that exempts non-distributors from liability would fail to
capture key intermediaries in the production and dissemination of infringing content.

62 Compare Perfect 10, Inc. v. Visa Int’l Serv. Ass’n., 494 F.3d 788, 800-02 (9th Cir. 2007) (indicating that the two
types of contributory liability could be described as “material contribution liability” and “inducement liability”) with
Sumit R. Shah, Note, Modding the Web: Secondary Liability Under Copyright and Web Modification Software in a
Post-Grokster World, 85 TEX. L. REv. 703, 726 n.159 (2007) (suggesting that the Supreme Court is moving toward
two theories of contributory infringement: “contributory infringement, which is when a defendant materially

12
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What is clear is that when the intent standard for inducement liability has been satisfied,
the safe harbors for supply of substantially noninfringing materials are no longer available. The
Supreme Court’s recent Grokster decision holds that the safe harbor for provision of
substantially noninfringing technologies does not apply to defendants that “actively induce”
infringement.®® In other words, Grokster holds that those who distribute technologies capable of
noninfringing uses with the intent of facilitating infringement will be liable. Similarly, a
defendant found to have actively induced patent infringement cannot take advantage of the
exemption for distribution of a “staple article of commerce.”®

As illustrated by the rift between the majority and Judge Kozinksi in the Visa case and by
Table 1 below, the content of the contribution standard for both types of contributory
infringement remains uncertain. Given this uncertainty, courts have turned to legal analogies
outside of intellectual property law to find purchase for their decisions. The next part describes
how the material contribution standard is evaluated in determining indirect liability for criminal
conduct and why this standard should not be applied to civil intellectual property disputes.

Table 1 — Comparison of the Two Types of Contributory Infringement

Knowing Facilitation Inducement
Mental State e Satisfied by actual or e Defendant must
Requirement constructive specifically intend to
knowledge of the for the direct infringer
infringement to infringe
e For patent and e Unclear whether
Copyright, safe harbor defendant can be liable
for supplying if‘ it be]ieyes that the
materials capable of direct infringer’s
. conduct is legal
_sub§tath|aI non- ¢ No safe harbor for
infringing uses supplying materials
capable of substantial
non-infringing uses

contributes to infringement with knowledge of infringement, and inducement of infringement, which is when a
defendant purposefully encourages infringement in a way that materially contributes to infringement”).

8 MGM Studios, Inc. v. Grokster, Ltd., 545 U.S. 912, 934-37 (2005).

% 1d. at 934-35 & n.10.
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Contribution e Contribution to e Unclear whether
Requirement infringement must be “material” standard of
“material” knowing facilitation

applies or whether a

e Satisfied by lesser standard applies
manufacturing or
distributing the
infringing product or
directly controlling
and monitoring the
instrumentality used
to infringe

e Unclear what other
activities are
“material”

1. COMPARING INTELLECTUAL PROPERTY CONTRIBUTORY LIABILITY TO CRIMINAL LAW
CONTRIBUTORY LIABILITY

A. Accomplice Liability Doctrine

In his dissent in the Visa case, Judge Kozinski raised the accomplice liability standards of
criminal law as an appropriate analogy for determining secondary liability standards for
intellectual property.®> He argued that Visa satisfied the material contribution threshold because
its payment processing service facilitates infringement in the same manner that the driver of a
getaway car or the financial backer of a drug deal facilitates a criminal transaction.®® Like
Kozinski, other judges have turned to criminal law analogies to solve questions of contributory
intellectual property liability.®” Meanwhile, Congress continues to expand criminal penalties for

® Visa, 494 F.3d at 815.
% 1d.

%7 See, e.g., In re Aimster Copyright Litig., 334 F.3d 643, 651 (7th Cir. 2003) (analogizing contributory copyright

infringement to criminal aiding and abetting); Sims v. Western Steel Co., 551 F.2d 811, 817 (10th Cir.1977)

(comparing inducer of patent infringement to an accessory before the fact); Trs. of Colum. Univ. v. Roche

Diagnostics GMBH, 272 F. Supp. 2d 90, 104 (D. Mass. 2002) (stating that Section 271(b) of the Patent Act ““is

analogous to a criminal statute imposing liability for one who acts as an accessory before the fact”); see also

Vengegas-Hernandez v. Sonolux Records, 370 F.3d 183, 196 (1st Cir. 2004) (“Our decision to open this issue on
14
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intellectual property violations,®® demonstrating increasing acceptance of importing criminal law
concepts to intellectual property regulation.® Federal law enforcement agencies have recently
stepped up investigative efforts and filed more cases for crimes involving intellectual property
infringement,”° even shifting prosecutorial priorities to target the operators of peer-to-peer file
sharing networks.”* Seeing civil penalties as lacking deterrent effect, states are also enacting
more criminal laws designed to safeguard the interests of intellectual property owners.’? With
criminal law analogues becoming increasingly important to intellectual property right holders,”
an examination of the soundness of applying criminal law secondary liability principles to
intellectual property is appropriate.

Like intellectual property law, criminal law recognizes liability for the actions of others.
The doctrine of “accomplice liability” provides for the criminal responsibility of one who acts
with another in the perpetration of a crime.”* The doctrine has a lengthy historical pedigree.” It

remand is by analogy to criminal law. A decision in an infringement suit to increase the statutory rate based on a
finding of willfulness, like an upward departure from a sentencing guideline's range, is a punitive measure meant to
deter.”).

% E.g., House Judiciary Approves Pro IP Act, Modifies Scope of IP Czar, Forfeiture Sections,
http://pubs.bna.com:80/ip/bna/ptd.nsf/pda/AOBEK3B7WS5 (justifying proposed Pro-IP bill asset forfeiture provisions
on forfeiture provisions for drug offenses).

% Stuart P. Green, Plagarism, Norms, and the Limits of Theft Law: Some Observations on the Use of Criminal
Sanctions in Enforcing Intellectual Property Rights, 54 HASTINGS L.J. 167, 172 (2002) (describing “an explosion in
recent years in the use of criminal sanctions for intellectual property offenses™).

" Daniel Newman et al., Intellectual Property Crimes, 44 Am. CRIM. L. REV. 693, 695 (2007).

™ See News Release, U.S. Attorney's Office W. Dist. of Va., Wise, Virginia Man Sentenced in Peer-to-Peer Piracy
Crackdown (Oct. 17, 2006), available at http://www.usdoj.gov/usao/vaw/press_releases/stanley 170ct2006.html
(last visited Oct. 30, 2006).

"2 See Daniel Newman et al., Intellectual Property Crimes, 44 Am. CRIM. L. REV. 693, 695 (2007); see also William
Triplett, Feds Deliver Piracy Conviction, VARIETY, June 29, 2008 (reporting on first jury trial conviction for
criminal copyright infringement for peer-to-peer file sharing).

® Hogberg, supra note 61, at 943 (discussing application of mens rea requirement in criminal statutes to
contributory copyright infringement).

" BLACK’s LAW DICTIONARY 17 (6th ed. 1990). Accomplice liability is a particularly confusing doctrine because it
is referred to by so many different names. Although I use the term accomplice liability in this Article because it is
the most common term for criminal contributory liability, there are several different terms used in different
jurisdictions to describe a doctrine where a defendant may be convicted of a crime even though she is not the actual
perpetrator of the criminal act. See 21 AM. JUR. 2D § 186. Alternatively, the principles of accomplice liability may
be referred to as accountability, criminal aider and abettor liability, joint criminal liability, joint criminal venture,
acting in concert, complicity, and the law of parties. Id.
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roughly corresponds to contributory liability in intellectual property law, in that, like
contributory liability, accomplice liability looks to the mental state of the defendant as well as his
actions to see if they meet the required standard.” In criminal law, the requirement that a
defendant commit his wrongful act with knowledge and willfulness is referred to as mens rea.”’
The requirement of a particular wrongful act needed to subject the defendant to liability is
referred to as actus reus.”

1. Mens Rea

In the majority of cases, accomplice liability requires that it be proven beyond a
reasonable doubt that the defendant has the specific intent to cause another to commit the
underlying crime.” There are actually two types of mens rea that can be at stake in accomplice
liability cases.® First, there is the mens rea of knowingly aiding the conduct of another person.
For an accomplice liability conviction in any jurisdiction, the trier of fact must conclude that the
defendant knew that its actions were facilitating the activities of another.®* Inadvertent or
unknowing encouragement or assistance will not subject a party to accomplice liability.?

" See United States v. Peroni, 100 F.2d 401, 402 (2d Cir. 1938) (locating the first judicial recognition of the doctrine
in fourteenth century English common law); Grace E. Mueller, Note, The Mens Rea of Accomplice Liability, 61 S.
CAL. L. Rev. 2169 (1988) (“Anglo-American jurisprudence has recognized accomplice liability since its
inception.”).

" Also, like intellectual property law, on rare occasions, criminal law imposes vicarious liability for the acts of
others. Unlike intellectual property law, however, vicarious liability in the criminal context has been strictly limited
to those occasions when it is specifically required by statute, imposes only a mild penalty, and the offense carries no
significant moral overtones. PETER W. Low, CRIMINAL LAW 277 (2d ed. 2002).

" United States v. Greenbaum, 138 F.2d 437, 438 (3d Cir. 1943).
"8 Low, supra note 76, at 266-67.

" WAYNE R. LAFAVE & AUSTIN W. ScOTT, JR., CRIMINAL LAW 579-80 (2d ed. 1986). In some jurisdictions, merely
knowingly doing things that help others commit crimes is enough to subject the party to liability. See Eugene
Volokh, Crime-Facilitating Speech, 57 Stan. L. Rev. 1095, 1174 & n.295 (2005).

8 Moore, supra note 11, at 396; Tyler B. Robinson, Note, A Question of Intent: Aiding and Abetting Law and the
Rule of Accomplice Liability Under § 924(c), 96 MicH. L. Rev. 783, 792 (1997).

81 2 WAYNE R. LAFAVE, SUBSTANTIVE CRIMINAL LAW § 13.2 (2d ed. 2007).
8 Hicks v. United States, 150 U.S. 442, 449 (1893); State v. Grebe, 461 S.W.2d 265, 268 (Mo. 1970) (en banc).
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Second, there is the mens rea of having the same object as the elements of the underlying
crime.® If the defendant intends to aid or encourage the commission of the direct actor’s crime,
then sufficient intent exists for accomplice liability to be found. But if the defendant lacks the
same intent to commit a particular crime as the direct actor, then there usually can be no
accomplice liability.** For example, in order for an accomplice to be convicted of the crime of
mayhem, which requires a specific intent to maim, it is not enough for the prosecution to prove
intent to aid a battery. Rather, it must be demonstrated beyond a reasonable doubt that the
defendant intended for maiming to occur through his assistance or encouragement to the direct
actor.®®

Sometimes the defendant may not intend for the crime to happen but is aware that her
conduct facilitates the crime. In two limited circumstances, this awareness may satisfy the mens
rea requirement. First, courts sometimes permit accomplice liability for only knowingly, not
intentionally, rendering aid if the crime is especially serious or dangerous.®*® Knowing but
unintentional aid to a group planning to rob a bank or commit treason may suffice for accomplice
liability,®” but such aid is insufficient for cases involving gambling® or unlawful sale of
alcohol® or the majority of other crimes.”

8 LAFAVE, supra note 82, at § 13.2. (“The prevailing view is that the accomplice must also have the mental state
required for the crime of which he is to be convicted on an accomplice theory.”); Mueller, supra note 75, at 2169.

8 United States v. Matos-Quinones, 456 F.3d 14, 20 (1st Cir. 20086).
8 Commonwealth v. Hogan, 396 N.E.2d 978, 979-80 (Mass. 1979).

8 |ow, supra note 76, at 271; CHRISTOPHER KUTZ, COMPLICITY: ETHICS AND LAW FOR A COLLECTIVE AGE 213-14
(2000).

8 Hanauer v. Doane, 79 U.S. 342, 346-49 (1870) (treason); Regina v. Bainbridge, 3 W.L.R. 656 (1959) (bank
robbery).

8 State ex rel. Dooley v. Coleman, 170 So. 722, 723 (Fla. 1936).
8 Graves v. Johnson, 60 N.E. 383, 383 (Mass. 1901) (Holmes, C.J.).

% See Staples v. U.S., 511 U.S. 600, 605-06 (1994) (suggesting that the default rule under the common law is for
every crime to require evil intent for the crime to occur on the part of the defendant); G. Robert Blakey & Kevin P.
Roddy, Reflections on Reves v. Ernst & Young: Its Meaning and Impact on Substantive, Accessory, Aiding Abetting
and Conspiracy Liability Under RICO, 33 AM. CRIM. L. REV. 1345, 1389-90 (1996) (“The federal courts of appeals
now uniformly use ‘intent’ as the necessary state of mind for accomplice liability.””); KuTz, supra note 86, at 213-
14; but see Baruch Weiss, What Were They Thinking?: The Mental States of the Aider and Abettor and the Causer
Under Federal Law, 70 FORDHAM L. REV. 1341, 1373 (2002) (contending that some federal courts fail to apply the
intent standard for mens rea for aiding and abetting crimes).
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Second, in the relatively rare circumstance of those crimes not requiring proof of either
the perpetrator’s criminal purpose or knowledge that his behavior would almost certainly cause
the prohibited result,”* accomplice liability may be found without specific intent to facilitate the
crime.®? For accomplice liability to hold, however, a more limited form of intent must be
proven. The prosecution must show that the defendant intended to commit the act that facilitated
the perpetrator’s actions and intended to aid the perpetrator in the actions that ultimately resulted
in the crime.®® For example, the Colorado Supreme Court determined that someone who drove
the perpetrator of a killing to the victim’s home to forcibly collect a gambling debt could be
found guilty as an accomplice to reckless manslaughter.’® The defense argued that the mens rea
requirement for accomplice liability could not be satisfied because the defendant was a good
friend of the victim and would never have intended to help the perpetrator kill his friend.* The
Court disagreed, holding that intent to facilitate a killing is not required for accomplice liability
for reckless manslaughter: “[W]e do not require that the complicitor himself intend to commit
the crime that the principal commits for crimes defined in terms of recklessness and negligence.
In those cases, the complicitor must only intend to aid or assist the principal to engage in conduct
that ‘grossly deviates from the standard of reasonable care and poses a substantial and
unjustifiable risk of death to another.””® Not all courts permit accomplice liability for crimes of
recklessness or negligence, however, some deeming this analytically impossible.®’

1 KuTz, supra note 86, at 213-14 (“almost all felonies require more than mere knowledge on the part of [the
perpetrator]”); see also Richard G. Singer, The Proposed Duty to Inquire as Affected by Recent Criminal Law
Decisions in the United States Supreme Court, 3 BUFF. CRIM. L. REV. 701, 728-29 (2000).

% Audrey Rogers, Accomplice Liability for Unintentional Crimes: Remaining Within the Constraints of Intent, 31
Loy. L.A. L. Rev. 1351, 1368 (1998); LAFAVE, supra note 81, at § 13.2. For example, a defendant who intended to
encourage his brother to discharge a weapon into a crowd but did not necessarily for anyone to die could be found
guilty of second degree murder when the shot resulted in death. State v. Garnica, 98 P.3d 207, 209-13 (Ariz. Ct.
App. 2004). But see, e.g., State v. Etzweiler, 480 A.2d 870, 874-75 (N.H. 1984) (holding that it is impossible for
someone to be an accomplice to an unintentional crime).

% Rogers, supra note 92, at 1368.

% Grissom v. People, 115 P.3d 1280, 1282-85 (Colo. 2005).

% |d. at 1282.

% |d. at 1285 (citing Bogdanov v. People, 941 P.2d 247, 251 (Col0.1997)).

" E.g., People v. Marshall, 106 N.W.2d 842, 843-44 (Mich. 1961) (no conviction for being an accomplice to

vehicular manslaughter); State v. Etzweiler, 480 A.2d 870, 874-75 (N.H. 1984); Maughon v. State, 71 S.E. 922, 926

(Ga. Ct. App. 1911). But see People v. Abbott, 445 N.Y.S.2d 344, 347 (N.Y. App. Div. 1981) (accomplice

convicted for encouraging vehicular manslaughter in drag racing competition); State v. McVay, 131 A. 436, 439

(R.1.1926). There is also disagreement on this issue among the limited group of scholars that have studied the

question of accomplice liability for unintentional crimes. See Rogers, supra note 92, at 1371. Some scholars also
18
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Courts are particularly reluctant to find accomplice liability without specific intent for
strict liability crimes.® The doctrine is not uniform from state to state, but the prevailing rule is
that even though the principal charged with a strict liability criminal offense may be convicted
without evidence of a particular mental state, an accused accomplice will not be liable without
proof of intent to facilitate commission of the strict liability crime or, at the least, proof that the
defendant intended to aid the principal in her actions.”® Courts typically refuse to apply the
doctrine of accomplice liability to defendants who knowingly but unintentionally aid others in
strict liability crimes.'®® For example, although possessing illegal machine guns is a strict
liability criminal offense, someone will not be liable as an accomplice to that crime unless there
is proof of the accomplice’s “intent to aid” and “desire to bring about the illegal possession of
machine guns.”101

Thus, unlike prosecutions for accomplice liability for underlying intentional crimes,
specific intent to facilitate the actual crime itself is not necessarily required for acting as an
accomplice to a crime of recklessness, negligence, or strict liability, but the accomplice must
intend to aid the proscribed activity.'® Accomplice liability for involuntary manslaughter
provides a good illustration of the doctrine. Although it is unlikely that someone could possess

disagree as to the consistency of the accomplice liability case law in this area. See Sanford H. Kadish, Reckless
Complicity, 87 J. CRIM. L. & CRIMINOLOGY 369, 372 & n.5 (1997); Paul H. Robinson, Imputed Criminal Liability,
93 YALE L.J. 609, 637 n.100 (1984); Weiss, supra note 90, at 1344 (“In the federal case law, there is no clear answer
to the ‘knowledge versus purposeful intent’ question.”); see also id. at 1351 (describing case law on accomplice’s
required mental state as “‘chaos”).

% In general, strict liability criminal offenses are disfavored. See MODEL PENAL CODE AND COMMENTARIES,
Comment to § 2.05 at 282-283 (1985) (stating that strict liability is per se inappropriate whenever the offense carries
the possibility of probation or imprisonment). Nevertheless, for a very limited number of crimes, no proof of a
culpable mental state is required for conviction of the principal actor. For example, a business may be criminally
liable for distributing misbranded or adulterated drugs even though it had no knowledge or intent that such
distribution would occur. United States v. Dotterweich, 320 U.S. 277, 281 (1943).

% L AFAVE, supra note 81, at § 13.2; Rogers, supra note 92, at 1368.

1901 AFAVE, supra note 81, at § 13.2; Sanford H. Kadish, Complicity, Cause and Blame: A Study in the
Interpretation of Doctrine, 73 CAL. L. REV. 324, 347 n.48 (1985); see, e.g., United States v. Lawson, 872 F.2d 179,
181 (6th Cir. 1989) (although possession of illegal machine guns is a strict liability offense, aiding and abetting the
possession of illegal machine guns requires the “intent to aid” and “a desire to bring about the illegal possession of
machine guns”).

101 _awson, 872 F.2d at 181.
192 See LAFAVE, supra note 81, at § 13.2.
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sufficient intent for conviction as an accomplice to involuntary manslaughter when the killing
resulted from a sudden and unpremeditated blow, accomplice liability can exist for involuntary
manslaughter when the killing results from a grossly negligent act and the accomplice intended
to encourage that negligent act.'® For example, when a defendant intentionally encouraged a
boat’s captain and engineer to use a boiler that the defendant knew was old and worn, the
defendant could be held liable as an accomplice when the boiler exploded and killed several ship
passengers.'® Even though the defendant did not intend to kill the passengers, he did
specifically intend for the old and worn boiler to be used in a manner that put the passengers at
risk.1%

Apart from these two exceptions, which are not always recognized, the law demands
proof that the accused accomplice subjectively intended for the crime to occur. The requirement
of intent to bring about the underlying criminal act for accomplice liability has been adopted by
all federal circuits*® as well as most state courts.'”” Even when the underlying crime is an
unintentional one or particularly threatening to public safety, an accomplice must somehow

associate himself with the criminal venture and want it to succeed for liability to be triggered.*®

2. Actus Reus

Accomplice liability also requires a particular wrongful deed, known as actus reus, in
order to subject the defendant to liability. The actus reus of accomplice liability corresponds to
the contribution requirement for contributory liability. A defendant is liable for the crime of
another if he provided encouragement or assistance or failed to perform a legal duty to prevent
the crime with the intent to facilitate the commission of the crime.®® As one scholar has put it:

103 State v. McVay, 131 A. 436, 437-38 (R.1. 1926).

10414,

%54,

1% United States v. Ledezma, 26 F.3d 636, 641 (6th Cir. 1994).

7 E g., People v. Marshall, 106 N.W.2d 842, 843-44 (Mich. 1961); State v. Etzweiler, 480 A.2d 870, 874-75 (N.H.
1984); State v. Gartland, 263 S.W. 165, 170-71 (Mo. 1924). Most state accomplice liability statutes are in
agreement. LAFAVE, supra note 81, at § 13.2. Some jurisdictions permit a lesser type of liability called “criminal
facilitation” for knowingly but unintentionally rendering aid to person who intends to commit a crime. E.g., N.Y.
PENAL LAW § 115.05.

108 | AFAVE, supra note 81, at § 13.2; e.g., State v. Vincent, 479 A.2d 237, 243 (Conn. 1984) (“An accessory must
have both the intent to help the principal and the intent to commit the crime.”).

109 | AFAVE, supra note 81, at § 13.2; MODEL PENAL CODE § 2.06(3). In the past, accomplice liability actually
referred to three separate types of liability. A “principal in the second degree” provided aid to the actual perpetrator
20
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“To be an accomplice, my act must have something to do with why, how, or with what ease the
legally prohibited result was brought about by someone else.”°

Although the accused accomplice must have “something to do” with the underlying
crime, the actus reus requirement is of secondary importance as compared to the mens rea
standard.’™ As one court of appeals remarked, it “does not take much to satisfy” the actus reus
standard in an accomplice liability case.*®> “The most trivial assistance is sufficient basis to
render the secondary actor accountable for the actions of the primary actor.”**® Proof of “any
form of participation” is enough to support a conviction for accomplice liability, provided the
requisite mental state has been established."* Thus, relatively unimportant acts of assistance like
preparing a meal for the perpetrator,™ taking care of the perpetrator’s child while he commits
the underlying crime,**® lending the perpetrator a shirt,"*’ or even being present and applauding

the perpetrator’s criminal act''® can satisfy the actus reus standard.

and was present at the commission of the crime. JOHN KAPLAN ET AL., CRIMINAL LAW: CASES AND MATERIALS 860
(3d ed. 1996); LAFAVE, supra note 81, at § 13.1. An “accessory before the fact” was someone who aided the actual
perpetrator in committing the felony but was not actually present at the scene. KAPLANET AL., supra; LAFAVE,
supra note 81, at § 13.1. An “accessory after the fact” did not aid the perpetrator in committing the crime, but did
assist him in avoiding capture afterwards. KAPLAN ET AL., supra. The complexity inherent in categorizing
contributory behavior into these three different types of liability eventually caused most jurisdictions to abandon the
three distinctions in contributory liability. Now, except for accessories after the fact, “all parties to the crime face
prosecution for the substantive crime itself and thus face the same punishment or range of punishments.” Id. at 861.

19 Moore, supra note 11, at 401.

111 Robinson, supra note 81, at 793; Joshua Dressler, Reassessing the Theoretical Underpinnings of Accomplice
Liability: New Solutions to an Old Problem, 37 HASTINGS L.J. 91, 102 (1985).

112 United States v. Taylor, 226 F.3d 593, 597 (7th Cir. 2000). See also United States v. Sanders, 211 F.3d 711, 722
n.1 (2d Cir. 2000) (“The requirement that one who aids and abets a crime must contribute to its success should not
be understood too literally . . . .”).

13 Dressler, supra note 111, at 102.

114 State v. Gonzalez-Gongora, 673 S.W.2d 811, 813 (Mo. Ct. App. 1984); see also Cannon v. State, 904 P.2d 89,
100 (Okla. Crim. App. 1995) (“Only slight participation is needed to change a person's status from mere spectator to
aider and abettor.”); Com. v. Savage, 695 A.2d 820, 825 (Pa. Super. Ct. 1997) (“An accomplice must have done
something to participate in the venture. However, the least degree of concert or collusion in the commission of the
offense is sufficient to sustain a finding of responsibility as an accomplice.”).

15 Alexander v. State, 102 So. 597, 598 (Ala. 1925).
116 State v. Duran, 526 P.2d 188, 188-89 (N.M. Ct. App. 1974).
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One question the courts have wrestled with is whether an accused accomplice may be
convicted for selling goods to a buyer in the ordinary course of business when the retailer is
aware that the buyer intends to use the goods to commit a crime.**® By and large, a seller of
retail goods that provides materials for a crime may be held liable as an accomplice.*”® As one
court explained, “One who sells a gun to another knowing that he is buying it to commit a
murder, would hardly escape conviction as an accessory to the murder by showing that he
received full price for the gun.”*** As with all cases of accomplice liability, however, the central
factor in this analysis is the defendant’s mental state. Selling an instrumentality used for a crime
easily satisfies the actus reus requirement. What is essential is a determination that the retailer
had the required mens rea, i.e., intent to sell the instrumentality for use in a criminal endeavor.

The case law governing retail sales of instruments used to accomplish crimes
demonstrates the lax standards courts apply in determining whether the actus reus for accomplice
liability has been satisfied. Courts typically assume that a defendant’s selling an instrumentality
used to commit a crime is sufficient to satisfy the actus reus requirement.?> While proof of
some affirmative act is required so that the law does not punish the accomplice for mere thoughts
in sympathy with the commission of a crime,*?® the determination of whether the accomplice had
the intent to contribute to the criminal act is the essential piece of the accomplice liability puzzle,
not actus reus.** When retailers are charged as accomplices, the cases often boil down to
questions of the retailer’s intent."* In essence, accomplice liability is designed to punish the

117 See GEORGE P. FLETCHER, UNDERSTANDING CRIMINAL LAW 677-78 (2000) (recounting a German case where the
court found that the defendant’s lending a smock to his friend so that he would not stain his clothes while beating
someone up was sufficient for accomplice liability).

118 See Wilcox v. Jeffery, (1951) 1 All E.R. 464 (K.B.).

19 Rogers, supra note 92, at 1358; Candace Courteau, Comment, The Mental Element Required for Accomplice
Liability: A Topic Note, 59 LA. L. Rev. 325, 345 (1998).

120 In some states, the retailer will be punished as an accomplice while in others the retailer is liable but under a
separate criminal statute for “knowing facilitation” that carries a reduced penalty. Mueller, supra note 75, at 2187.

121 See Backun v. United States, 112 F.2d 635, 637 (4th Cir. 1940).
122 Kalem Co. v. Harper Bros., 222 U.S. 55, 62-63 (1911).

123 For accomplice liability, there must be some action that demonstrates that the defendant expressly or impliedly
gave her assent to the underlying crime. See State v. Burgess, 96 S.E.2d 54, 57-59 (N.C. 1957).

124 \Weiss, supra note 90, at 1347-48 (“Because virtually any act of assistance, no matter how insubstantial, satisfies
the ‘act’ element . . . the mental element is really what defines the aider and abettor.”).

125 In Kalem Co. v. Harper Bros., 222 U.S. 55 (1911), a case involving contributory copyright infringement, Justice
Holmes provided some background on retailer liability as criminal accomplices: “In some cases where an ordinary
22
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accomplice for his intent to contribute, not for his actions in furtherance of the principal’s
f oo 126
crime.

B. Comparison with Contributory Infringement Doctrine

As it stands currently, contributory infringement law does not require the strong
showings of intent required for accomplice liability in criminal law. Specific intent to facilitate a
crime is usually required for accomplice liability.*?’ In contrast, intent to bring about the
ultimate act of infringement is only necessary for inducement infringement liability, not for
knowing facilitation infringement. Moreover, while both contributory liability doctrines allow
the defendant’s mental state to be inferred through circumstantial evidence, infringement law
takes a comparatively generous approach in determining what evidence is probative of
knowledge of the underlying illegal act. Most importantly, accomplice liability places little
stock in the actus reus requirement while contributory infringement decisions often hinge on
whether the defendant’s actions were “material” enough to justify liability.

These are important doctrinal differences. Mental states that would be insufficient to
trigger criminal accomplice liability are sufficient for purposes of contributory infringement
liability. A defendant may be liable for contributory infringement without proof that she intended
for the direct actor to infringe.’?® On the other hand, the prosecution in an accomplice liability

article of commerce is sold nice questions may arise as to the point at which the seller becomes an accomplice in a
subsequent illegal use by the buyer. It has been held that mere indifferent supposition or knowledge on the part of
the seller that the buyer of spirituous liquor in contemplating such unlawful use is not enough to connect him with
the possible unlawful consequences but that if the sale was made with a view to the illegal resale, the price could not
be recovered.” Id. at 62-63.

126 Robinson, supra note 80, at 793 (“[I]t is the principal’s commission of the offense, and not the acts of assistance
or influence, for which the accomplice is punished.”).

127 See supra Part I1.A.1.

128 See MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicon Corp., 420 F.3d 1369, 1378 n.4 (Fed. Cir. 2005)
(where the defendant “had the intent to induce the specific acts constituting infringement, intent additionally to
cause an infringement can be presumed”); see also Hogberg, supra note 61, at 950-51 (contrasting the specific intent
requirement for inducement infringement liability with the lack of such a requirement for standard contributory
infringement liability). Direct infringement of intellectual property rights is a strict liability offense. One may be
liable for trademark, copyright, or patent infringement without having any knowledge or intent that the infringement
took place. See 15 U.S.C. § 1114(1)(a) (2000) (trademarks); 17 U.S.C. § 501(a) (2000) (copyrights); 35 U.S.C. §
271(a) (2000) (patents); Gideon Parchomovsky & Kevin A. Goldman, Fair Use Harbors, 93 VA. L. REV. 1483,
1497 (2007) (“U.S. copyright law ostensibly establishes a standard of strict liability; the mental state of a putative
infringer is irrelevant to the issue of direct liability. Courts have interpreted liability under the Copyright Act very
broadly, ruling that it requires neither intent nor knowledge, thus making even unconscio